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CRAWORD, Adninistrative Patent Judge.

FINAL DECI SI ON UNDER 37 CFR 8§ 1. 658

The invention at issue in this interference relates to an
intraocular lens. The particular subject matter in issue is
illustrated by count 1, the sole count, as foll ows:

An intraocul ar | ens conpri sing;

an optic; and

at | east one haptic including a |l ens
bondi ng regi on bonded to said optic,
wherein said | ens bonding region is exposed
to corona discharge or to plasma prior to
bei ng bonded to said optic, and the bond
strength between said haptic and said optic
is increased as a result of said exposure
relative to a substantially identica

i ntraocul ar lens including a haptic the

| ens bondi ng region of which is not

subj ected to said exposure.

The clains of the parties which correspond to this
count are:
Christ et al.: Cainms 1 through 17.

Larry Bl ake: Cainms 137 through 140.
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| nvol ved U.S. Patent 5,147,397 to Christ issued on
Sept enber 15, 1992 and was filed on July 3, 1990. This
interference was declared on July 25, 1994. At that tine
Larry Bl ake was accorded the benefit of U S. Serial No.

07/ 705,771, filed May 28, 1991, which matured into U S. Patent
No. 5,185,107 on February 9, 1993; and U.S. Serial No.

07/ 262,985 filed on Cctober 26, 1988, which matured into U. S.
Pat ent No. 5,104,590 on April 14, 1992, and was accorded
senior party status on that basis. Involved application
Serial No. 07/900,053 to Blake was filed on July 27, 1992.

The followi ng notions are before us for review

(a) The Senior party’ s two notions under 37 CFR § 1.642
to redefine the interfering subject matter by adding two
Christ patents to the interference (Paper Nos. 25 and 26).

(b) The Senior party’s contingent notion for judgnment
pursuant to 37 CFR § 1.633(a) on the ground that Christ clains
1 through 17 are unpatentable under 35 U.S.C. § 102(e) over
U S. Patent No. 5,104,590 (Paper No. 38).

(c) The Senior party’s contingent notion for judgnent

pursuant to 37 CFR § 1.633(a) on the ground that Christ clains
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1 through 17 are invalid under 35 U.S.C. 8§ 132 over prior art
(Paper No. 39).

(d) The Senior party’s contingent notion for judgnent
pursuant to 37 CFR § 1.633(a) on the ground that Christ clains
1 through 17 are unpatentable under 35 U.S.C. § 112 (Paper
Nos. 40 and 41).

(e) The Junior party’s notion for judgment pursuant to
37 CFR 8 1.633(a) on the grounds that the Bl ake clainms are

unpat entabl e for inequitable conduct (Paper No. 51).

(f) The Senior party’ s notions under 37 CFR
1.635/1.618(a)/ 1.645 regarding the adm ssibility of evidence
submtted by Christ (Paper Nos. 94 and 101).

(g) The Senior party’s notion under 37 CFR 8 1.635 to
grant leave to file a belated 37 CFR 8 1.633(a)/35 U.S.C. 8§
102(f) notion (Paper Nos. 113 and 114).

(h) The Senior party’ s notion under 37 CFR § 1.635 for a
surrebuttal period (Paper No. 150).

The Senior Party's 37 CFR 8 1.642 notion
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In the final brief of the Senior party Bl ake argues that
the Adm nistrative Patent Judge (“APJ”) should have deci ded
the Senior party’s 1.642 notions (Papers Nos. 25 and 26) to
add Christ U S. Patent No. 5,262,097 and U. S. Patent No.
5,344,449 to this interference. The APJ dism ssed the notion
(Paper No. 77) and a panel of the board denied a Request for
Reconsi deration (Paper No. 81). The Senior party requested
certification to petition the Comm ssioner but this was al so
deni ed (Paper No. 79). The Court of Appeals for the Federal
Circuit dism ssed a mandanus acti on.

W initially note that 37 CFR § 1. 635 states:

A party seeking entry of an order relating
to any matter other than a matter which may
be

rai sed under 8 1.633 or § 1.634 may file a
notion requesting entry of the order.

The Senior party’s 1.642 request to have two Christ patents
added to the interference seeks the entry of an order and as
such the request is a notion. Further, the addition of the

Christ patents is not a matter which nmay be rai sed under 8§
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1. 633 or

§ 1.634 and as such, in our view, the notion to add the Chri st
patents is a m scell aneous notion pursuant to 37 CFR §8 1. 635.
We note that the Senior party has also referred to the request
as a notion (see page 1 of each request).

A nmotion under 37 CFR 8 1.635 nust contain a certificate
by the noving party stating that the noving party has
conferred with all opponents in an effort in good faith to
resol ve by agreenent the issues raised by the notion. The
notion of the Senior party did not contain a certificate as
requi red and as such was properly dism ssed by the APJ.

The Senior Party’s Conception and Reduction to Practice

The Senior party alleges a conception date of August
1987. This conception is corroborated by Gene Currie, who is
a friend, colleague and business associate of Larry Bl ake.
CGene Currie testified that he and Larry Bl ake were di scussing
the problem of attaching haptics to optics and Larry Bl ake
suggested using corona discharge as it had been used for
surface treatnment of plastics and rubber to inprove adhesion.

CGene Currie also testifies that Larry Bl ake decided to use the
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technique to see if it could be used to attach haptics to

nol ded silicone rubber (Blake Record (“B.R ") 0411-0412).

Gene Currie, although not stating an exact date, states that
this occurred on or shortly before August 1987 (B.R 0412).
Gene Currie also corroborates reduction to practice in stating
that the haptics were treated with corona di scharge and then
the haptic was attached to the optic on or before August 1987.
(B.R 0411-0412 and 0414-0415). Specifically, Gene Currie

st at es:

What Larry did was to clean the surface of
t he pol ypropyl ene haptic, then treat it
with the corona di scharge wand (which
oxi di zed the surface), . . . and then
attach the haptic to the optic. [B. R pages
0414- 0415]

Dr. Nordan corroborates the conception and reduction to
practice to the extent that he states that he observed an

i ntraocul ar |l ens shown to himby Larry Bl ake that had haptics
attached to optics wi thout an anchor in approxi mtely

Sept enber or Cctober of 1987 (B.R 0637).
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The Juni or party, although alleging derivation by the
Senior party, has not specifically contested the Senior
party’s conception and reduction to practice date in their
brief.

It is our view that the evidence of conception and
reduction to practice is sufficient to establish a date of
conception and reduction to practice for the Senior party of
August 1987.

The Junior Party’'s Conception

Chri st being the Junior party has the burden of proving
prior inventorship by a preponderance of the evidence.

Peeler v. Mller, 535 F.2d 647, 651, 190 USPQ 117, 120 (CCPA

1976). In reviewng the record we have kept in mnd that the
testinmony of an inventor is not by itself effective to prove
conception and reduction to practice in the absence of
corroboration. The purpose of the rule requiring
corroboration is to prevent fraud and to establish by proof
that is unlikely to have been fabricated or falsified, that
the inventor successfully reduced his invention to practi ce.

Berry v. Webb, 412 F.2d 261, 267, 162 USPQ 170, 174 (CCPA
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1969). The evidence necessary for corroboration is determ ned
by the rule of reason which involves an exam nation, analysis
and eval uation of the record as a whole to the end that a
reasoned determ nation as to the credibility of the inventor’s

story may be reached. Berges v. Gottstein, 618 F.2d 771, 776,

205 USPQ 691, 695 (CCPA 1980); Mann v. Werner, 347 F.2d 636

640, 146 USPQ 199, 202 (CCPA 1965). Al though adoption of the
“rul e of reason” has eased the requirenent of corroboration
with respect to the quantum of evidence necessary to establish
the inventor’s credibility, it has not altered the requirenent
that corroborative evidence nust not depend solely on the
inventor hinself or herself, and nust be independent of

information received by the inventor. Reese v. Hurst, 661

F.2d 1222, 1225, 211 USPQ 936, 940 (CCPA 1981); Mkus v.
Wachtel, 542 F.2d 1157, 1161-62, 191 USPQ 571, 575 (CCPA
1976) .

Conception is the “formation in the mnd of the inventor,
of a definite and pernmanent idea of the conplete and operative
invention, as it is hereafter to be applied in practice.”

Hybritech Inc.. v. Mnoclonal Antibodies, Inc., 802 F.2d 1397,
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1376, 231 USPQ 81, 87 (Fed. G r. 1986), cert. denied, 480 U S

947 (1987)(quoting 1 Robinson On patents 532 (1890)).
“Conception nust be proved by corroborating evidence which
shows that the inventor disclosed to others his ‘conpleted
t hought expressed in such clear terns as to enabl e those

skilled in the art’ to make the invention.” Coleman v. D nes,

754 F.2d 353, 359, 224 USPQ 857, 862 (Fed. Cir. 1985); Field
v. Know es, 183 F.2d 593, 601, 86 USPQ 373, 379 (CCPA 1950).
Furthernore, the inventor must show that he or she was in

possession of every feature of the count. Colman v. Dines,

754 F.2d at 359, 224 USPQ at 862; Davis v. Reddy, 620 F.2d

885, 889, 205 USPQ 1065, 1069 (CCPA 1980).
Wth respect to conception, the brief of Christ refers to
the foll ow ng evidence:
(1) The First Richard Christ Declaration (Christ Record
(“C R ") 0206);
(2) The First Patricia Knight Declaration (C. R 0001);
(3) Christ Exhibit 5;
(4) The First Dean Pettit Declaration (C. R 0084);

(5) The Dean Pettit Deposition (C. R 0137, paragraphs 8

10
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t hrough 22); and

(6) The Kenneth Mayhan Declaration (C. R 156-157.

Ri chard Christ’s notebook (Christ Exhibit 5) which is
dated January 25, 1985 to June 25, 1985, has a section
entitled “Methods to Inprove the Bond between El astoneric
Silicone and Enbedded Haptic Materials” and |ist several
“met hods” including plasma treatnent of the anchor region.

In the First Christ Declaration (C. R 0208), Richard
Christ states that he, Patricia Knight and Dave Fencil jointly
cane up with a workabl e idea for using plasnma and corona to
enhance the bonding of the haptic in the manner set forth in
t he above count.

Dean Pettit states in his declaration (C. R 0085) that
from approxi mately 1983 through approxi mtely md 1987, he
wor ked along with Richard Christ, Patricia King and others on
projects relating to ways of attaching haptics to optics of
i ntraocul ar | enses including using plasma and corona di scharge
to treat the haptics. Dean Pettit states in his deposition

(C. R 0137) that he initialed the Christ notebook (Christ

11
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Exhibit 5; C R 0088). Dean Pettit also states that in
approxi mately 1985, Christ and Kni ght suggested treating
haptics with plasma or corona di scharge (C. R 0086).

The Senior party argues that the conception docunent is
far too general to constitute a conception of the invention
defined by the count but rather at nost indicates an avenue of
potential research

W do not agree with the Senior party. The Chri st
Not ebook (Christ Exhibit 5) indicates that one of the nethods
to inprove the bond between el astoneric silicone and enbedded
haptic materials was plasma treatnent of the anchor region.

It also states that pretreatnent of the pol ypropyl ene region
woul d directly precede the silicone bonding and that this
pretreatnment should be by plasma. These |aboratory entries

are dated from January 1985 through June 1985.

It is our viewthat the entries in the notebook contain
sufficient detail to establish that the Junior party had in
mnd a definite and permanent idea of the conplete and

operative invention.

12
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The Senior party states that the declaration of Kenneth
Mayhan is indefinite as to dates and | acks details. Al though
t he Kenneth Mayhan decl aration does indicate that the Chri st
conception took place in the 1985-1987 tine frane, Dean Pettit
st at es:

So in approximately 1985, | recall that
Rich Christ and Patricia Knight suggested
we try to treat the haptics with plasma or
corona di scharge as set forth in the counts
of the present interferences attached
hereto. [C R 0086]

As such, it is our viewthat this testinony is sufficiently
definite as to date so as to corroborate the conception of the
invention by the party Christ in 1985.

Derivation by the Senior party

The Junior party alleges that Larry Bl ake derived the
invention fromthe Junior party. The Junior party alleges
that Larry Bl ake knew about the invention because he was
present at the |aboratory where the testing of the invention
was taking place. It is also the Junior party’s contention

that the invention was communi cated to Larry Bl ake while he

13
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wor ked as a consultant at Allergan from June 1986 and until
April 1987, by Kenneth Mayhan.

In order to establish derivation, the Junior party nust
show (1) prior, conplete conception of the clained subject
matter and (2) communication of the conplete conception to

Larry Bl ake. Hedgewi ck v. Akers, 497 F.2d 905, 908, 182 USPQ

167, 169 (CCPA 1974).

In regard to the Junior party’ s argunent that Larry Bl ake
must have known about the plasma and corona work on haptics
and optics because of his presence in the | aboratory where
testing on the haptic optic connection was bei ng conduct ed,

t he evi dence shows that Larry Bl ake began as a consultant with
Al l ergan in June of 1986, and concluded as a consultant in
April 1987. During that period, Larry Bl ake was a consult ant
in the area of research and devel opnment relating to silicone
|l enses at Allergan. 1In this capacity, Larry Bl ake worked on
different projects at Allergan (C R 0461).

Ji m Davenport, a nmanager at Allergan during the tine
Larry Bl ake was a consultant, testifies that Larry Bl ake had

every opportunity to understand the treatnment of haptics with

14
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pl asma and corona (C. R 0461). Stan Van Gent, a R&D engi neer
at Allergan during the tine that Larry Bl ake was a consul tant,
testifies that there were no secrets in the R& Departnment of
Al l ergan during the m d-1986 tine frane and that everyone
shared resources. Stan Van Gent further testifies that he
knew about the project and the roles of Richard Christ,
Patricia Knight and David Fencil and that Larry Bl ake had ful
access to the plasma and corona technol ogy in 1986 and woul d
have been aware of it. Stan Van Gent also testifies that
Larry Bl ake’s exposure at Allergan and his dealings with the
ot her individuals involved in R& at Allergan gave himthe
opportunity to understand the nethods and techni ques used at
Al l ergan to bond haptics to optics including plasma and corona
di scharge as set out in the count (C.R 0366). Ralph

Kaf esjian, an engi neer that worked at Allergan at the tine
that Larry Bl ake was a consultant, testifies that it was
common know edge that plasma and corona work was being
conducted in the Technol ogy and Ventures |aboratory. Ral ph
Kafesjian also testifies that he saw Larry Bl ake in the

Technol ogy and Ventures building at | east once and that anyone

15
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could go in and out of the building freely (C. R 0414).
However, there is some confusion in the record about whet her
when the witnesses refer to the Technol ogy and Ventures

| aboratory they are referring to the building itself or to the
roons in which the plasma and corona testing was taking place
(C.R 01760).

Larry Bl ake deni es knowi ng about the corona and plasma
work with haptics and optics while a consultant at All ergan.
Wil e the Junior party argues and Ral ph Kafesjian testifies
that it would not be possible for Larry Bl ake not to know
about the plasma and corona work being perforned, Gene Currie,
Mario Maricevic and Carl os Gall astegui who al so worked at
Al l ergan during the period, testify that they were not aware
of the plasma and corona work being done on the haptics and
optics connection (Blake Record “B.R ” 0409; 0611, 0545). 1In
fact Gall estegui states:

| am not saying that the party Christ et
al’s witnesses are lying ... the way they
were working on a plasma surface treatnent
alternative to nmechanical anchors ... if
they were, it nust have been a very | ow key

16
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proj ect and one that was not w dely known
in the conpany. (B.R 0545)

Further, Gene Currie who was a consultant at Allergan during
the period that Larry Bl ake was a consultant, testifies that
the Allergan staff was hostile toward Larry Bl ake and Gene
Currie (B.R 0408). This was al so corroborated by Kenneth
Mayhan who testifies that Larry Bl ake had a net hod of
operating that he just sinply did not like (C.R 0183). This
hostility m ght have | essened the opportunities Larry Bl ake
had to | earn about plasma and corona treatnent of haptics.

Al though Mark Tung testifies that Larry Bl ake reconmmended
the use of plasma to join two inert materials, this does not
establish that the invention was communi cated to Larry Bl ake
(C.R 0532). W also note that there are no sign in and sign
out sheets in the record to prove that Larry Bl ake entered the
| ab where plasma work was bei ng done.

In view of the foregoing, it is our view that the Junior
party has not proven that Larry Bl ake knew about the plasma
and corona work being done at Allergan just by virtue of his

position as a consultant at Allergan.

17
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We turn now to the Junior party’ s argunent that the
invention of the Junior party was directly comruni cated to
Larry Bl ake. The Junior party alleges the invention was
comuni cat ed by Kenneth Mayhan. Kenneth Mayhan testifies that
he “general ly discussed the plasma work we were doing on
haptics with Blake” (C.R 0157). Kenneth Mayhan does not
testify about exactly what was di scussed with Larry Bl ake.
Larry Bl ake denies that this conversation ever took place or
that he was ever in the Technol ogies and Ventures | aboratory.

The Junior party has cited several reasons why Larry
Bl ake’ s testinony about the conmunication about the invention
shoul d not be viewed as credible. The Junior party points to
the fact that Mark Tung and Ji m Davenport both testify that
Larry Bl ake knew about plasma while at Allergan while Larry
Bl ake testifies that he was not know edgeabl e about plasma
while at Allergan. The Junior party also points out that
Larry Bl ake “acquired” a corona discharge instrunment while
wor ki ng at Edward’s Lab and stored the corona di scharge
instrunment in his garage and that Larry Bl ake was a def endant

in a trade secret lawsuit with a forner enployer.

18
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However, none of these facts proves that Larry Bl ake is
not credible. More inportantly, there is no evidence on the
record about exactly what was comuni cated by Kenneth Mayhan.
Therefore, even if we found that Kenneth Mayhan nore credible
than Larry Bl ake, the Junior party has not established that
Mayhan commruni cated a conpl ete conception of the invention to

Larry Bl ake. See Hedgew ck v. Akers, 497 F.2d at 908, 182

USPQ at 169. For these reasons, we hold that the Junior party
has not proven that Larry Bl ake derived the invention from
Ri chard Christ, Patricia Knight and David Fencil.

As we have determ ned that the Junior party has not
proven derivation, the Senior party’s notion for a surrebuttal
period to obtain testinony concerning a lawsuit in which Larry
Bl ake was a defendant and the Senior party’ s notion to exclude
the evidence relating to the lawsuit is noot.

W will not address the various objections to evidence
contained in the Senior party’'s 37 CFR 8 1.656(h) notion, as
we have determ ned that even if the evidence objected to is
admtted, the Junior party has still failed to prove

derivati on.

19



| nterference No. 103, 435

The Senior party argues that in the notion filed under 37
CFR 88 1.635/1.618(a)/1.645(b) (Paper No. 94) that the Stan
Van CGent declaration should not be admtted as evidence. As
we have determ ned that the Junior party has not established
that Larry Bl ake derived the invention fromthe Junior party
even if the Stan Van Gent declaration is considered, we wl|
not reach this issue.

Christ’s reduction to practice

I n support of the claimto a reduction to practice prior
to the filing date of the Senior party, the Junior party
Chri st
relies on the notebook of David Fencil which describes test in
whi ch | oops were plasma treated and i mredi ately renoved to air
and placed in nolds (Christ exhibit 16). One portion of the
not ebook, which states that the plasnma treated | oops were
fabricated and were not easily renoved fromthe silicone is
dated October 9, 1986. Another section of the notebook dated
January 20, 1987, indicates that nolds were made in the form
of one centineter discs wth grooves for |oops and that these

| oop grooves were the sanme size as the | oop grooves on | ens

20
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mol ds. Silicone was added, the nolds cl osed and cl anped and
the silicone cured then renoved fromthe oven and cooled in
wat er .

Christ offers the declarations of Dean Pettit (C. R 092)
and Kenneth Mayhan (C. R 0156-057) as corroboration of this
reduction to practice. Kenneth Mayhan st at es:

| remenber review ng the plasnma-treated
hapti cs and observed the inproved wetting
that they exhibited. | was aware of the
i nproved adhesi ve properties both because |
was infornmed by the Allergan people and
because of ny own personal know edge that
the plasma treated | oops | observed

exhi bited, inproved or increased bond
strength relative to the | oops which were
not plasma treated in the 1986-1987 tine
frame. [C. R pages 0156-0157]

The Pettit declaration states that Dean Pettit is famli ar
with the Fencil’s | ab notebook and witnessed their efforts to
show t he useful ness of plasma treating to enhance the

optic/haptic bond strength. Dean Pettit specifically states:

21
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It is our view that the evidence establishes that the

Junior party did reduce the invention to practice.

| distinctly renenber | ooking at SEM phot os
of etched haptics . . . | renenber the

apparatus used to nmeasure the pull strength

| remenber and can corroborate the information
in the | ab notebooks indicating that the test
results were positive and that plasma treating
did indeed i nprove the bond strength. [C R
0092- 0093]

the Dean Pettit testinony does not nention dates and the

However,

Kennet h Mayhan decl aration only states that this reduction to

practice occurred in the 1985 to 1987 tine frane. As such,

our Vi ew,

reduction to practice as of the |last day of 1987 or

31, 1987.

dated Cctober 9, 1986 has not been corroborated. See Jepson

v. Edgly,

The Seni or

231 F. 2d 947, 952,

the evidence is only effective to corroborate a

In this respect, the date of the notebook entries

Decenber

109 USPQ 354, 358 (CCPA 1956).

in

party argues that Christ does not allege that

it attached haptics to optics using plasma prior to its filing

22
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date. We do not agree. The Fencil notebook clearly states
that disc or optics were attached to | oops or haptics:

Mol ds were made in the formof discs with
grooves for | oops.
The disc was 1 cm in diameter. The |oop
grooves were the sanme size as the |oop
grooves on | ens nol ds.
Loops were nade in the nornmal S1-20B
configuration and al so without the accu-
anchor.
Both types of |oops protruded into the nold
(an al so the I ens) approximately 040".
The | oops were plasna treated under the
foll ow ng condition:

80 watts

30 minutes

13.8 MegaHertz
| medi ately after the plasma treatnent, the
| oops were renoved to air and placed in the
nol ds. Silicone (LSM 1) was added, the
nol ds cl osed and cl anped. This operation,
for all ten nolds took 30 m nutes. The
silicone was cured for 15 mnutes at 150 C
then renoved fromthe oven and cooled in
water. [Christ Exhibit 16]

23
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In view of the foregoing, it is our finding that the
Juni or party reduced the invention to practice not earlier
than the |ast day of 1987 or Decenber 31, 1987.

The diligence of Christ’s reduction to practice

Now t hat we have found that R chard Christ conceived the
invention in 1985 and reduced the invention to practice on
Decenber 31, 1987, we nust determ ne whether the Junior party
was diligent fromjust prior to the date of the Senior party’s
conception, August 1987, to the Junior party’ s own subsequent
reduction to practice, Decenber 31, 1987. Diligence, within
the nmeaning of 35 U S.C. 8 102(g) requires continuous activity

during the critical period. Burns v. Curtis, 172 F.2d 588,

591, 80 USPQ 587, 589 (CCPA 1949). To satisfy the reasonable
diligence requirenment of 35 U.S.C. 8§ 102(g), the party
chargeable wth diligence nust account for the entire period

during which diligence is required. Gould v. Schaw ow, 363

F.2d 908, 919,
150 USPQ 634, 643 (CCPA 1966). Evidence of diligence during
the critical period may be shown either by affirmative acts or

accept abl e excuses or reasons for failure of action. Hull v.
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Davenport, 90 F.2d 103, 105, 33 USPQ 506, 508 (CCPA 1937).

The Juni or party has not addressed this issue in its main
or reply brief. However, the evidence shows that between
Cctober 9, 1986 and February 2, 1987, Fencil perforned a
series of experinments on the invention (Christ Exhibit 4).

The evi dence al so indicates that on June 22, 1988, Richard
Christ sent a nenp to various people in R& at All ergan
inform ng them of the status of the | oop bonding project
(Christ Exhibit 14). The nmeno does not discuss the critical
period formjust before August 1987 until Decenber 31, 1987.
The Junior party has also filed an interoffice neno dated
Decenber 5, 1988. However, this nmeno also fails to nention
the critical period between just prior to August 1987 and
Decenber 31, 1987. The Junior party has not directed our
attention to any evidence that shows diligence fromjust prior
to August 1987 to Decenber 31, 1987.

Therefore, it is our conclusion that the Junior party has
not established diligence during the critical period.

As we have determ ned that the Junior party has failed to

establish diligence during the critical period the issue

25
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raised in the Senior party’s notion under 37 CFR 88
1.635/1.618(a)/ 1.645(b) regarding the adm ssibility of Christ
evi dence i s noot.

The Junior party’'s allegation of inequitable conduct by

Larry Bl ake

The Juni or party argues that the Senior party’'s failure
to disclose to the Patent and Trademark O fice the prior
invention of the Junior party is inequitable conduct. The
Junior party also argues that the Senior party had
constructive know edge of the prior invention of Christ
because when Larry Bl ake first brought the Larry Bl ake
di sclosure to the law firm of Knobbe, Marten, O son and Bear
(“Knobbe”), the Knobbe law firm had already received the
Christ disclosure. 1In addition, the Junior party states that
there was an apparent “mngling” of the files because a corona
brochure which Larry Bl ake renenbers giving to the Knobbe firm
was found in the Christ application. The Junior party further
al l eges that the Knobbe firmconducted a literature search on
the publications of Dr. Mayhan, who was the director of the

Technol ogy and Ventures |aboratory in which the Junior party
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conducted experinents in which haptics were treated with
pl asma. The Senior party argues that the Junior
party has not proven that any individual had know edge t hat
t he Christ disclosure was
in the Knobbe office or that any individual had an intent to
decei ve the PTO

A determ nation of inequitable conduct is conmtted to

our discretion. Critikon, Inc. v. Becton Dickinson Vascul ar

Access, Inc., 120 F.3d 1253, 1258, 43 USPQRd 1666, 1670 (Fed.
Cr. 1997). 1In order to convince us to exercise our
di scretion and hold that conduct anpbunts to “inequitable

conduct,” a party nust show that its opponent:

(1) nmade an affirmative m srepresentation of fact or
failed to disclose a fact;

(2) the fact m srepresented or not disclosed was
material; and

(3) the msrepresentation or failure to disclose was done

with an intent to deceive or mslead the Patent and Trademark

Ofice. Mblins PLC v. Textron, Inc., 48 F.3d 1172, 1178, 33

UsP2d 1823, 1826 (Fed. Cir. 1955). The party alleging
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i nequi tabl e conduct on the part of

of proving its case by clear and convincing evi dence.

Int’l, Ltd. v. lLotus Dev. Corp., 81 F.3d 1576, 1581,

its opponent bears a burden

Ref ac

38 USPQ2d

1665, 1669 (Fed. Cir. 1996). 1In the present case, we note

t hat the

court in Molins PLC v. Textron, Inc., 48 F.3d at 1181, 33

USPQ2d at 1829 st at ed:

Thus, the alleged conduct nust not
anount nmerely to the inproper perfornmance
of, or omssion of, an act one ought to
have performed. Rather, clear and
convi nci ng evi dence must prove that an
applicant had the specific intent to
acconplish an act that the applicant ought
not to have perforned, viz., msleading or
deceiving the PTO In a case involving
nondi scl osure of information, clear and
convi nci ng evidence nust show that the
applicant nmade a deliberate decision to

wi t hhold a known material reference.

We have determ ned that the Junior party has failed to

establish that the invention was communi cated to Larry Bl ake
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whil e he was a consultant at Allergan and thus have determ ned
that the Junior party has failed to establish that Larry Bl ake
derived the invention fromthe Junior party. As such, the
first rational e advanced by the Junior party to prove

i nequi table conduct fails. As for the allegation that the
Seni or party had constructive notice of the invention by
virtue of the Knobbe firns representation of the Senior party
and the Juni or party contenporaneously, we are unconvi nced
that the actions of the Knobbe law firm should be attributed
to the Senior party. |In addition, it is our view that the
Junior party has failed to prove an intent to deceive or

m sl ead the United States Patent and Trademark O fice (“PTO)
as there is no evidence that establishes that any person at

t he Knobbe law firm nuch |less the Senior party Larry Bl ake,
had an intent to deceive or mslead the PTO The presence of
the Larry Bl ake brochure in the Christ file does not itself
establish this intent because there is no evidence of how it
got there and who knew it was there. After all, the brochure
coul d have been placed there in error by the clerical staff at

t he Knobbe firm
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For the foregoing reasons, we find that the Junior party
has failed to prove inequitable conduct by the Senior party.

The issue of suppression and conceal nent

The Senior party argues that Christ suppressed and
conceal ed the invention. However, as we have found that the
Junior party was not diligent in reducing the invention to
practice, this issue is noot.

Bl ake’s 37 CFR § 1.633 notions

The Senior party Larry Bl ake argues that the Junior
party’s clainms 1 through 17 are unpatentable under 35 U. S.C. §
102(e) as anticipated by U S. Patent No. 5,104,590. 1In view
of our determ nation that the Junior party has failed to
establish diligence, this issue is noot.

The Senior party also argues in a 1.633 notion pursuant
to 35 U S.C. §8 132 that the change that was nade by an
exam ner’s notion in a table which reported pull strengths for
the haptics from 122 to 112 was new nmatter and therefore
invalidates the Christ patent. In view of our determ nation
that the Junior party has failed to establish diligence, this

i ssue i s npot.
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The Senior party filed a prelimnary notion which alleged
that the Junior party Christ’s clainms 1 through 17 are
unpat ent abl e under 35 U. S.C. 8§ 112. In view of our
determ nation that the Junior party has failed to establish
diligence, this issue is noot.

The party Larry Bl ake has asked us to consider a 37 CFR
§ 1.635 notion for leave to file a belated 37 CFR §
1.633(a)/35 U.S.C. § 102(f) motion. |In view of our
determ nation that the Junior party has failed to establish
diligence, this issues is al so noot.

Christ’'s October 20 1995 filing

On Cctober 25, 1995, the Junior party filed w tnesses
decl arations and an index of w tnesses and exhibits relied
upon under Rule § 1.671 and 8 1.672. The Senior party filed a
nmotion arguing that the docunents i.e., Christ’s exhibits 14
and 15, declaration of Robert Bishop, Second declaration of
F. Richard Christ were not tinely filed.

As we have not based our decision on the Bishop

decl aration or exhibits 14 and 15, this issue is noot.

31



| nterference No. 103, 435

Judgnment

The Senior party has established a conception and
reduction to practice of August 1987. The Junior party has
failed to show diligence between the period just prior to
August 1987 and the reduction to practice date established for
the Juni or party of Decenber 31, 1987. Therefore, judgnent is
herein entered agai nst the Junior party Christ. Accordingly,
Christ, Fencil and Patricia Knight are not entitled to clains
1 through 17 of their application Serial No. 07/547, 859 which
matured into U.S. Patent No. 5, 147,397 which correspond to
count 1. Judgnent is herein awarded to Senior party Larry

Bl ake. Larry Bl ake, on
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this record, is entitled to clains 137 through 140 of

application 07/900, 053 which correspond to count 1.

STANLEY M URYNOW CZ,
Adm ni strati ve Patent

MARC L. CAROFF
Adm ni strative Patent

MJURRI EL E. CRAWFORD
Adm ni strative Patent
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